TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 29

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-3157
Application 08/088, 136*

Bef ore HAI RSTON, McQUADE and NASE, Adnministrative Patent
Judges.

NASE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of claims 1, 2, 6, 8 to 12 and 19 to 21.2 Clains 3

! Application for patent filed July 7, 1993.
2 Caim19 was anended subsequent to the final rejection.
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to 5, 7 and 13 to 18 have been w thdrawn from consi derati on

under

37 CFR § 1.142(b) as being drawn to a nonel ected invention.

W REVERSE
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BACKGROUND

The appellant's invention relates to a nethod of maki ng
i ndi vidual i zed restaurant nenus. An understanding of the
i nvention can be derived froma reading of exenplary claiml,
whi ch appears on pages 1-2 of the appendix to the appellant's

brief.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Madsen et al. (Madsen) 4,954, 954 Sept. 4, 1990

Clains 1, 2, 6, 8 to 12 and 19 to 21 stand rejected under
35 U.S.C. 8 101 as being directed to non-statutory subj ect

matter.

Clains 1, 2, 6, 8 to 12 and 19 to 21 stand rejected under
35 U.S.C. 8 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe

subject matter which the appellant regards as the invention.

Clainms 20 and 21 stand rejected under 35 U S.C. § 112,
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fourth paragraph, as being of inproper dependent form for
failing to further limt the subject matter of a previous

claim

Clainms 1, 2, 6, 8 to 12 and 19 to 21 stand rejected under

35 U.S.C. §8 103 as bei ng unpatentabl e over Madsen.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 24, muailed January 29, 1996) for the exami ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 22, filed Decenber 18, 1995) and reply brief
(Paper No. 25, filed March 29, 1996) for the appellant's

argument s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art reference, and to the
respective positions articulated by the appellant and the

exam ner. As a consequence of our review, we neke the
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determ nati ons which foll ow.

Initially we note that the entry of the appellant's
amendnent after final relates to a petitionable matter and not
to an appeal able nmatter. See Manual of Patent Exam ning

Pr ocedur e
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(MPEP) 88 1002 and 1201. Accordingly, we will not reviewthe
i ssue raised by the appellant on pages 5 and 21-22 of the

bri ef.

The non-statutory subject matter issue
W will not sustain the examiner's rejection of clains 1,
2, 6, 8 to 12 and 19 to 21 under 35 U. S.C. 8§ 101 as being

directed to non-statutory subject matter.

Section 101 of title 35, United States Code, provides:
Whoever invents or discovers any new and useful process,
machi ne, manufacture, or conposition of matter, or any
new and useful inprovenent thereof, may obtain a patent
therefor, subject to the conditions and requirenments of
this title.

The Suprenme Court has held that Congress chose the

expansi ve | anguage of 35 U.S.C. § 101 so as to include

"anyt hi ng under the sun that is made by nan." Dianond v.

Chakrabarty, 447 U.S. 303, 308-09 (1980).

Thi s perspective has been enbraced by the Federa
Crcuit:

The plain and unanbi guous neani ng of 101 is that any new
and useful process, nmachi ne, manufacture, or conposition
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of matter, or any new and useful inprovenent thereof, my
be patented if it neets the requirenents for
patentability set forth in Title 35, such as those found
in' 102, 103, and 112. The use of the expansive term
"any" in 101 represents Congress's intent not to place
any restrictions on the subject matter for which a patent
may be obtai ned beyond those specifically recited in 101
and the other parts of Title 35. . . . Thus, it is

i nproper to read into 101 Iimtations as to the subject
matter that may be patented where the |egislative history
does not indicate that Congress clearly intended such
limtations. [ILn re Al appat, 33 F.3d 1526, 1542, 31
UsP@d 1545, 1556 (Fed. Cir. 1994) (in banc)]

As cast, 35 U.S.C. § 101 defines four categories of
i nventions that Congress deenmed to be the appropriate subject
matter of a patent; nanely, processes, nachi nes, nmanufactures
and conpositions of matter. The latter three categories
define "things" while the first category defines "actions”
(i.e., inventions that consist of a series of steps or acts to
be perforned). See 35 U.S.C. §8 100(b) ("The term ' process'
nmeans process, art, or nethod, and includes a new use of a
known process, nachine, manufacture, conposition of matter, or

material.").

The Suprenme Court has identified three categories of
subject matter that are unpatentable, nanely "l aws of nature,

nat ural phenonena, and abstract ideas.”" D anond v. Diehr, 450
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U S 175, 185 (1981). Ildeas are not abstract if they are

reduced to a practical application. State St. Bank & Trust V.

Signature Fin. G oup, Appeal No. 96-11327 at 10 (Fed. G r

1998) .

In this case, the clainms under appeal are clearly drawn
to a process and thus constitute statutory subject matter
under
35 UUS.C. 8 101. In addition, we note that, contrary to the
opi ni on of the exam ner, the clains under appeal constitute a
practical application of making an individualized restaurant
menu for a custoner desirous of avoiding ingestion of selected
ingredients. Lastly, we note that there is no business nethod

exception to 35 U S.C. 8§ 101. See State St. Bank & Trust V.

Signature Fin. Group, supra, at 14-18.

For the reasons set forth above, the decision of the
exam ner to reject clains 1, 2, 6, 8 to 12 and 19 to 21 under

35 US.C. § 101 is reversed.

The i ndefiniteness i ssue

W will not sustain the examner's rejection of clains 1,
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2, 6, 8 to 12 and 19 to 21 under 35 U.S.C. § 112, second
par agraph, as being indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which the

appel | ant regards as the invention.

Clainms are considered to be definite, as required by the
second paragraph of 35 U.S.C. § 112, when they define the
met es and bounds of a clained invention with a reasonabl e

degree of precision and particularity. See In re Venezia, 530

F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976).
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The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitable | anguage or nodes of expression are avail abl e.
Sone |atitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner m ght desire. |If the scope of the
i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
arejection of the clains under 35 U.S.C. § 112, second

par agraph, is appropriate.

Furt hernore, appellants may use functional | anguage,
alternative expressions, negative limtations, or any style of
expression or format of clai mwhich nakes cl ear the boundaries
of the subject matter for which protection is sought. As

noted by the Court in In re Sw nehart, 439 F.2d 210, 160 USPQ

226 (CCPA 1971), a claimmy not be rejected solely because of
the type of | anguage used to define the subject matter for

whi ch patent protection is sought.
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Wth this as background, it is clear to us that we cannot
sustain the exam ner's bases for this rejection (answer, pp.
8-9). In that regard, we regard the appellant's use of the
phrase "perceptible to the custoner” to define the netes and
bounds of a clained invention with a reasonabl e degree of
precision and particularity. As to the examner's question as
to how presenting a nenu to the custoner (presumably the nenu
prepared by the clained nethod) woul d saf eguard the custoner
agai nst ingestion of selected ingredients, we refer the
exam ner to the appellant's specification. |In this regard, we
note that the clains under appeal use the term safeguard, not

the term prevent.

For the reasons set forth above, the decision of the
examner to reject clains 1, 2, 6, 8 to 12 and 19 to 21 under

35 U.S.C. 8§ 112, second paragraph, is reversed.

The i nproper dependent claimissue

W will not sustain the examner's rejection of clainms 20
and 21 under 35 U S.C. § 112, fourth paragraph, as being of
i nproper dependent formfor failing to further limt the

subject matter of a previous claim
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The fourth paragraph of section 112 of title 35, United
St at es Code, provides:

Subj ect to the follow ng paragraph, a claimin dependent

formshall contain a reference to a claimpreviously set

forth and then specify a further limtation of the

subject matter clained. A claimin dependent form shal

be construed to incorporate by reference all the
limtations of the claimto which it refers.

The exam ner determ ned (answer, p. 10) that dependent
claims 20 and 21 were directed to preparing and delivering the
neal to the customer and fail to define any further nethod

steps for maeking an individual restaurant nenu.

W agree with the appellant that clains 20 and 21 are
proper dependent clainms under the fourth paragraph of 35
US C 8§ 112. W consider a claimthat incorporates by
reference all of the subject matter of another claim that is,
the claimis not broader in any respect, to be in conpliance

with the fourth paragraph of 35 U S.C. § 112. See Ex parte

Porter, 25 USPQRd 1144 (Bd. Pat. App. & Int. 1992) and Ex

parte Mbel ands, 3 USPQ2d 1474 ((Bd. Pat. App. & Int. 1987).

Thus, there is nothing per se wong with addi ng processing

steps as in claim20 or defining the output device as a
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printer as claim 213 Accordingly, dependent clainms 20 and 21
which recite further limtations of the subject matter cl ai ned
in their respective independent clains are in conpliance with

the fourth paragraph of 35 U S.C. § 112.

® W note that claim 21 inadvertently sets forth
" Apparatus according to Claim1" instead of "Method according
to daim1l1." The appellant should anmend claim 21 in due
cour se.
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For the reasons set forth above, the decision of the
exam ner to reject clains 20 and 21 under 35 U.S.C. § 112,

fourth paragraph, is reversed.

The obvi ousness i ssue
W will not sustain the examiner's rejection of clains 1,

2, 6, 8to 12 and 19 to 21 under 35 U.S. C. § 103.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that the
ref erence teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or other

nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ

560, 562 (CCPA 1972). Furthernore, the conclusion that the

cl ai med subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
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to conmbine the rel evant teachings of the references to arrive

at the clained invention. See Inre Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being
interpreted w thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we analyze the prior art applied

by the examner in the rejection of the clains on appeal.

Madsen di scl oses an apparatus for generating a bal anced
calorically limted nmenu. Madsen's invention relates to a
nmet hod and apparatus for preparing a series of daily nenus
that include foods having presel ected characteristics. The
menus are prepared froma list containing nunerous food itens,

the caloric content of each item which food group each item
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resides, and the applicability of each itemfor a particular
meal . The

daily nmenus are created fromthe itens in the list in a nanner
such that each neal in each nenu only includes itens which are
applicable to that neal, each neal has itens fromeach of a
presel ected nunber of food groups, and each neal has a
predeterm ned caloric content. After the nenus are forned,
selected itens in the nmenus can be replaced, with each

repl acenent item being applicable for the particul ar neal,
being in the sane food group, and having the sane caloric
content as the itemthat is replaced. The apparatus is an

el ectronic digital conputer which is programed to
automatically generate the nenus for a particul ar gender and
desired weight |oss of the user, and then provi de repl acenent
items for particular itens in the nmenu which satisfy the

foregoi ng characteristics at the request of the user.

The exam ner determ ned (answer, p. 11) that

it woul d have been obvious to one of ordinary skill in
the art at the tine of the invention to nodify Madsen et
al's nmethod by inquiring the custoner and sel ecting
certain desired reci pes not containing the avoi ded

i ngredients instead of selecting certain desired food
items as in Madsen et al since selecting certain desired
food itens the user is avoiding certain undesired or
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unwanted food itens and is effectively avoiding certain

i ngredi ents contai ned therein.

We agree with the appellant (brief, pp. 18-21) that
Madsen does not suggest the clained invention. [In that
regard, it is our view that the exam ner's determ nation of
obvi ousness set forth above is a classic case of inpermssible
hi ndsi ght since there is no factual evidence in the rejection
as to why one woul d have nade the proposed nodifications to
Madsen. I n addition, we note that Madsen contains no
suggestion of |oading the nanes of all ingredients used by the
restaurant into a database in a conputer or inquiring of the

custonmer which ingredients the custoner wi shes to avoid.

For the reasons set forth above, the decision of the

examner to reject clains 1, 2, 6, 8 to 12 and 19 to 21 under

35 US.C. 8 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1, 2, 6, 8 to 12 and 19 to 21 under 35 U.S.C. 8§ 101,
103 and 112, second paragraph, is reversed; and the deci sion

of the examner to reject clains 20 and 21 under 35 U S.C. 8§
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112, fourth paragraph, is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

JVN gj h
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Chri st opher B. Garvey
Nolte, Nolte and Hunter
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Jericho, NY 11753
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